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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-9 and 11-33 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Rasanen (US 2002/0045447) 

3. Regarding claims 1 and 25, Rasanen discloses a method of managing 
communications in a telecommunication system comprising at least one first and one 
second subsystems, terminals being able to communicate via the second subsystem 
according to both a first communication mode and a second communication mode, the 
terminals not being able to communicate via the first subsystem according to both the 
first communication mode and the second communication mode (See claim 1), 

the method comprising the following steps, in relation to one of said terminals 
having a first communication in progress with the first subsystem according to the first 
communication mode (See figure 1): 

detecting a request to set up a second communication according to the second 
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communication mode for said terminal, said set-up request being initiated by said 
terminal to the first subsystem (See paragraph [0066], line 9); 

in response to the detection of said request, initiating a transfer or handover of the first 
current communication to the second subsystem (See paragraph [0069], line 7); and 
setting up a second communication with the second subsystem according to the second 
communication mode (See paragraph [0069], lines 3-5 ). 

4. Regarding claims 2 and 26 Rasanen teaches the method as claimed in claims 1 
and 25 respectively, in which the first subsystem is a second generation radio 
communication system (e.g. GSM, see paragraph [0070], line 4). 

5. Regarding claims 3 and 27, Rasanen discloses the method as claimed in claims 
1 and 25 respectively, in which the second subsystem is a third generation radio 
communication system (e.g. UMTS or GPRS, see paragraph [0070], line 5). 

6. Regarding claims 4 and 28, Rasanen further discloses the method as claimed in 
claims 1 and 25 respectively, in which the first communication mode is a circuit mode 
(e.g. circuit switched network, see paragraph [0005], lines 3-6). 

7. Regarding claims 5 and 29, Rasanen discloses the method as claimed in claims 
1 and 25 respectively, in which the second communication mode is a packet mode (e.g. 
packet switched network, see paragraph [0006], lines 3-4). 
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8. Regarding claims 6 and 30, Rasanen discloses the method as claimed in claims 
5 and 29 respectively, in which the first subsystem is a second generation radio 
communication system and in which the request to set up a second communication is 
sent by the terminal via a message (See claim 1) relating to the "Dual Transfer Mode" 
functionality (A dual mode mobile is equipped with the means for dual transfer mode for 
the two communication modes, see abstract, line 16). 

9. Regarding claims 7 and 31 , Rasanen discloses the method as claimed in claims 
1 and 25 respectively, in which the detection of the request to set up a second 
communication results from the initiation of said request by the terminal or the mobile 
station (See paragraph [0066], lines 8-9). 

10. Regarding claims 8 and 32, Rasanen discloses the method as claimed in claims 
1 and 25 respectively, in which the detection of the request to set up the second 
communication is carried out on the first subsystem (See paragraph [0068], lines 7-10). 

1 1 . Regarding claims 9 and 33, Rasanen discloses the method as claimed in claims 
1 and 25 respectively, in which the transfer of the first current communication to the 
second subsystem is initiated and implemented by one or other of the terminal or the 
first subsystem (See paragraph [0047], Line 5-6). 
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12. Regarding claim 1 1 , Rasanen further discloses a terminal or mobile station (See 
abstract) comprising: 

means for communicating via a second subsystem of a telecommunication system 
according to both a first communication mode and a second communication mode, the 
terminal not being able to communicate via a first subsystem of the telecommunication 
system according to both the first communication mode and the second communication 
mode (See claim 1); 

means for initiating and for transmitting to the first subsystem a request to set up a 
second communication according to the second communication mode, when it has a 
first communication in progress with the first subsystem according to the first 
communication mode (See paragraph [0066], line 9 also see paragraph [0017], on page 
2, lines 10-14); and 

means for continuing the first current communication on the second subsystem (e.g. 
means for performing handover, see claim 7) , these means being deployed after the 
means for initiating and for transmitting to the first subsystem a request to set up a 
second communication according to the second communication mode have been 
deployed (See paragraph [0069], line 7). 

1 3. Regarding claim 1 2, Rasanen teaches the terminal in accordance with claim 1 1 , 
in which the first subsystem is a second generation radio communication system (e.g. 
GSM, see paragraph [0070], line 4). 
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14. Regarding claim 13, Rasanen discloses the terminal as claimed in claim 12, in 
which the means for initiating and transmitting to the first subsystem a request to set up 
a second communication according to the second communication mode use a message 
relating to the "Dual Transfer Mode" functionality (e.g. MS equipped with dual mode 
transmission capabilities in 2G and 3G communication networks, see paragraph [0035], 
see also [0039], and claim 8).' 

1 5. Regarding claim 1 4, Rasanen discloses the terminal as claimed in claim 1 1 , in 
which the second subsystem is a third generation radio communication system (e.g. 
UMTS or GPRS, see paragraph [0070], line 5). 

16. Regarding claim 1 5, Rasanen further claims the terminal as claimed in claim 1 1 , 
in which the first communication mode is a circuit mode (e.g. circuit switched network, 
see paragraph [0005], lines 3-6). 

1 7. Regarding claim 16, Rasanen teaches the terminal as claimed in claim 1 1 , in 
which the second communication mode is a packet mode (e.g. packet switched 
network, see paragraph [0006], lines 3-4). 

18. Regarding claim 1 7, Rasanen teaches the terminal as claimed in claim 1 1 , in 
which the means for continuing the first current communication on the second 
subsystem respond to a command from the first subsystem (e.g. request for handover, 
see paragraph [0060], lines 3-8). 

1 9. Regarding claim 1 8, Rasanen teaches the terminal as claimed in claim 1 1 , in 
which the means for continuing the first current communication on the second 
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subsystem respond to an initiation and a transmission by the means for initiating and for 
transmitting a request to set up a second communication according to the second 
communication mode (See paragraph [0069], lines 4-7). 

20. Regarding claim 19, Rasanen teaches an access controller (e.g. BSC, see 
paragraph [0030], line 1-4, see also claim 6) claim in a first subsystem of a 
telecommunication system also comprising at least one second subsystem, terminals 
being able to communicate via the second subsystem according to both a first 
communication mode and a second communication mode (e.g. BS-A serves the first 
radio network or subsystem according to 2G and BS-B serves second radio network or 
subsystem with 3G mode of communication, see figure 1 ), the terminals not being able 
to communicate via the first subsystem according to both the first communication mode 
and the second communication mode (See claim 1), and the access controller 
comprising, in relation to one of said terminals having a first communication in progress 
with the first subsystem according to the first communication mode, under the control of 
said access controller (See figure 1): 

means for detecting a request to set up a second communication according to the 
second communication mode for said terminal, said set-up request being initiated by 
said terminal to the first subsystem; and 

means for, in response to a detection of the request to set up a second communication 
according to the second communication mode for said terminal, initiating a transfer of 
the first current communication to the second subsystem (In accordance with the 
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method in claim 1 by the applicant, means for performing the steps can be carried out 
by the access controller, see paragraph [0037]. 

21 . Regarding claim 20, Rasanen teaches the access controller in accordance with 
claim 19, in which the first subsystem is a second generation radio communication 
system (e.g. GSM, see paragraph [0070], line 4). 

22. With respect to claim 21 , Rasanen discloses the access controller as claimed in 
claim 19, in which the second subsystem is a third generation radio communication 
system (e.g. UMTS or GPRS, see paragraph [0070], line 5). 

23. . Regarding claim 22, Rasanen teaches the access controller according to claim 
19, in which the first communication mode is a circuit mode (e.g. circuit switched 
network, see paragraph [0005], lines 3-6). 

24. Regarding claim 23, Rasanen teaches the access controller according to claim 
19, in which the second communication mode is a packet mode (e.g. packet switched 
network, see paragraph [0006], lines 3-4). 

25. With respect to claim 24, Rasanen teaches the access controller according to 
claim 19, in which the means for detecting a request to set up a second communication 
according to the second Communication mode for said terminal (See paragraph [0050]) 
comprise the reception of a message relating to the "Dual Transfer Mode" functionality 
(Note that the dual mode mobile station has the dual transfer mode functionality that it 
uses to send the request for handover in heterogeneous networks) 
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Conclusion 


The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Soderbacka et al (US 2003/01 14158) discloses a method for 
handover between mobile network of second and third generation where the mobile 
terminal is a dual mode mobile terminal. Similarly Singh et al (US 6,963,745) teaches a 
seamless handover method using a dual mode mobile terminal from a GSM network to 
a UMTS network. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ISSAM CHAKOUR whose telephone number is 
(571)270-5889. The examiner can normally be reached on Monday-Thursday (7:30- 
5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Robinson can be reached on 5712722319. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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/Mark A. Robinson/ 

Supervisory Patent Examiner, Art Unit 4163 


